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DETAILED ACTION 

1 . Claims 2 and 1 1 -40 are cancelled as of the amendment filed on November 1 8, 
2003. 

2. Claims 1 and 3-10 are pending. 

Response to Arguments 

3. The applicant's submitted amendment to the specification is accepted. 

4. The applicant's claim amendments and arguments have alleviated the 
specification objection and the 35 U.S.C. 1 1 2 rejections of claims 1 , 3-6, 11,13- 
16, 21 , 23-26, 31 , and 33-36, and both are hereby withdrawn. 

5. Applicant's arguments with respect to claim 1 have been considered but are moot 
in view of the new ground(s) of rejection. 

6. Applicant's arguments with respect to claim 7 have been fully considered but they 
are not persuasive. 

7. The applicant argues with respect to claim 7 that at least for the reason indicated 
for independent claim 1 (i.e. the cited prior art does not disclose, "enabling the 
sender, if one of the recipients from the list of recipients has accessed the stored 
e-mail message. ..to preclude one of the recipients from the list of recipients that 
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have not yet accessed the stored e-mail message from accessing the stored e- 
mail message"), claim 7 is patentable over Brogne (EP Pub. No. 1,087,321) in 
view of Milewski (US Pat. 5,930,471 ). 

8. The examiner disagrees and notes that the features upon which applicant relies 
(i.e., "enabling the sender, if one of the recipients from the list of recipients 
has accessed the stored e-mail message., to preclude one of the recipients 
from the list of recipients that have not yet accessed the stored e-mail message 
from accessing the stored e-mail message" (emphasis added)) are not recited in 
the rejected claim(s). Although the claims are interpreted in light of the 
specification, limitations from the specification are not read into the claims. See 
In re Van Geuns, 988 F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). 
That is Brogne discloses, among other portions of claim 7: 
enabling the sender to modify the stored e-mail message (column 3, lines 32- 
41), including: 

determining whether at least one recipient from the list of recipients has 
already accessed the stored e-mail message (column 5, lines 52-54 and column 
6, lines 7-9, the status storage keeps track of how many recipients have 
accessed the message); 

allowing the sender to modify the displayed copy of the stored e- mail 
message and to send the modified copy to the recipients that have not already 
accessed the stored e-mail message {[note the claim language does not take into 
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account whether one of the recipients has accessed the stored e-mail message 
or not] column 6, lines 7-1 9, sender may modify the e-mail body, and subsequent 
to this intended recipients will receive the modified e-mail, obviously including 
recipients that have not already accessed the email). 

9. The applicant further argues with respect to the rejection of claim 7 that Brogne 
clearly teaches away from the modification proposed by the examiner (i.e. the 
addition of Milewski) and therefore the rejection is improper. 

10. The examiner disagrees and notes the test for obviousness is not whether the 
features of a secondary reference may be bodily incorporated into the structure 
of the primary reference; nor is it that the claimed invention must be expressly 
suggested in any one or all of the references. Rather, the test is what the 
combined teachings of the references would have suggested to those of ordinary 
skill in the art. See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981). 

Specifically, to one of ordinary skill in the art the combination of Brogne and 
Milewski would not have changed the principle operation of Brogne nor rendered 
the invention unsatisfactory for its intended purpose (see Title, "A method of 
manipulating an already sent E-Mail and a corresponding server"). Simply, 
relying on the teaching of Milewski to suggest the generating and sending 
notification messages to an email sender and intended recipients of a message, 
and that notification message enabling the send to perform operation on the 
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stored message (column 8, lines 53-64 and column 6, lines 25-33) does not run 
contrary to Brogne's principle function. 



1 1 .The applicant further argues with respect to the rejection of claim 7 that Milewski 
does not appear to enable the sender to access the stored message. The 
applicant specifically contends Milewski appears to disclose that the sender may 
only delete the message and even if deleting the message was considered to be 
accessing the stored message, there would be no message to thereafter send to 
the recipients that have not already accessed the message. Thus, even if 
combined, the cited references do not appear to disclose "allowing the sender to 
modify the displayed copy of the stored message and to send the modified copy 
to the recipients that have not already accessed the stored e-mail message" as 
recited in claim 7. 



12. The examiner disagrees and notes arguments against the references 
individually, one cannot show nonobviousness by attacking references 
individually where the rejections are based on combinations of references. See 
In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981); In re Merck & Co., 800 
F.2d 1091, 231 USPQ 375 (Fed. Cir. 1986). 

Specifically, Brogne was relied upon to disclose allowing the sender to modify 
the displayed copy of the stored e- mail message and to send the modified copy 
to the recipients that have not already accessed the stored e-mail message 
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(column 6, lines 7-19, sender may modify the e-mail body, and subsequent to 
this intended recipients will receive the modified e-mail, obviously including those 
that have not already accessed the email). 



Claim Rejections - 35 USC § 103 

13. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 



14. Claims 7-9 are rejected under 35 U.S.C. 103(a) as being unpatentable by Brogne 
et al (EP Pub. No. 1 ,087,321 ), hereafter "Brogne," in view of Milewski et al (US 
Pat. 5,930,471), hereafter "Milewski." 



15. As to claim 7, Brogne discloses a method of modifying a previously transmitted 
e-mail message by a sender, the message being addressed to a list of recipients 
(Abstract), the method comprising the steps of: 

storing the e-mail message on a computing system (column 2, lines 13-19); 

generating a notification message, the notification message for allowing 
recipients from the list of recipients and the sender access the stored e-mail 
message (column 2, lines 13-19 and column 3, lines 54-57); 
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sending the notification message to the recipients from the list of recipients 
(column 2, lines 15-19); and 

enabling the sender to modify the stored e-mail message (column 3, lines 32- 
41), including: 

determining whether at least one recipient from the list of recipients has 
already accessed the stored e-mail message (column 5, lines 52-54 and 
column 6, lines 7-9, the status storage keeps track of how many recipients 
have accessed the message); 

allowing the sender to modify the displayed copy of the stored e- mail 
message and to send the modified copy to the recipients that have not 
already accessed the stored e-mail message (column 6, lines 7-19); and 

replacing the stored e-mail message with the modified copy once the 
modified copy is sent to the recipients that have not already accessed the 
stored e-mail message (column 6, lines 7-19). 

But, Brogne does not explicitly disclose generating and sending a notification 
message to the sender and that notification message enabling the modification of 
a previously sent message. However, Brogne does disclose the sender has 
access to and can modify the e-mail message as long as all recipients have not 
retrieved it (Fig. 3); Brogne simply does not explicitly state that a notification 
message gives the sender the means to do so. 
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Further, Brogne is silent with regards to displaying the list of recipients and a 
copy of the stored e-mail message to the user wherein all recipients from the list 
of recipients that are determined to have already accessed the stored e-mail 
message are displayed in a distinguishing fashion from recipients that have not 
already accessed the stored e-mail message. 

However, Milewski discloses generating and sending a notification message 
to the sender and intended recipients of a message and that notification 
message enabling the sender to perform operations on the stored message 
(column 8, lines 53-64 and column 6, lines 25-33)) and further displaying the list 
of recipients and a copy of the stored e-mail message to the sender wherein all 
recipients from the list of recipients that are determined to have already accessed 
the stored e-mail message are displayed in a distinguishing fashion from 
recipients that have not already accessed the stored e-mail message (Fig. 6 and 
column 8, lines 9-24). 

Since both Brogne and Milewski teach methods of accessing previously sent 
messages by the sender, it would have been obvious to one of ordinary skill in 
the art at the time of the invention to substitute one method of providing the 
sender with access to the message, including Milewski's notification of what 
recipients have accessed the message, with the other thereby achieving the 
predictable result of enabling the sender to modify a previously sent message 
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and giving the sender more information with regard to the previously sent 
message (i.e. what recipients have or have not accessed the message). 



16. As to claim 8, Brogne and Milewski disclose the invention substantially with 
regard to the parent claim, and further disclose discloses the e-mail message 
having a text portion, the sender being allowed to modify the text portion 
(Brogne, column 3, lines 39-41). 



17. As to claims 9, Brogne and Milewski disclose the invention substantially with 
regard to the parent claim, and further disclose discloses the e-mail message has 
a list of recipients, the list of recipients being modified by the sender (Brogne, 
column 3, lines 32-41). 



18. Claims 1 and 3 are rejected under 35 U.S.C. 103(a) as being unpatentable by 
Brogne et al (EP Pub. No. 1 ,087,321), hereafter "Brogne," in view of Nielsen (US 
Pat. 5,870,548) and in further view Milewski et al (US Pat. 5,930,471), hereafter 
"Milewski," 



19. As to claim 1 , Brogne discloses a method of rescinding previously transmitted e- 
mail messages by a sender, the message being addressed to a list of recipients 
(Abstract), the method comprising the steps of: 

storing an e-mail message on a computing system (column 2, lines 13-19); 
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generating a notification message, the notification message for allowing 
recipients from the list of recipients to access the e-mail message (column 2, 
lines 13-19 and column 3, lines 54-57); 

sending the notification message to the recipients form the list of recipients 
(column 2, lines 15-19); 

determining whether one of the recipients from the list of recipients has 
accessed the stored e-mail message (column 5, lines 52-54 and column 6, lines 
7-9, the status storage keeps track of how many recipients have accessed the 
message as disclosed in column 6, lines 31-37); and 

enabling the sender to preclude one of the recipients from the list of recipients 
that have not yet accessed the stored e-mail message from accessing the stored 
e-mail message (column 3, lines 32-41). 

But, Brogne does not explicitly disclose enabling the sender if one of the 
recipients from the list of recipients has accessed the stored e-mail message to 
preclude one of the recipients from the list of recipients that have not yet 
accessed the stored e-mail message from accessing the stored e-mail message. 
That is it appears that if any one of the recipients has accessed the stored e-mail 
message in the Brogne teaching (see Fig. 3) a sender may not be able to 
preclude the other addressees from accessing the message. 
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However, Nielsen discloses determining whether one of the recipients from a 
list of recipients has accessed the stored e-mail message (column 14, lines 52- 
59, it is determined, on per recipient basis, whether an email message has been 
viewed and column 7, lines 12-19 acknowledges multiple recipients for a given 
email message); and 

enabling the sender if one of the recipients from the list of recipients has 
accessed the stored e-mail message to preclude one of the recipients from the 
list of recipients that have not yet accessed the stored e-mail message from 
accessing the stored e-mail message (column 14, lines 52-64, the original sender 
can cancel the previously sent email before a recipient views the email; as the 
process is done on a per recipient basis, even if another recipient has viewed the 
email it will not effect recipients that have not). 

Since both Brogne and Nielsen teach methods of accessing previously sent 
messages by the sender, it would have been obvious to one of ordinary skill in 
the art at the time of the invention to substitute one method of providing the 
sender with access to the message with the other thereby achieving the 
predictable result of enabling the sender to rescind a previously sent message 
even when it has been viewed by some of the recipients as taught by Nielsen, 
which allows a sender to correct an error in an email in a broader range of 
circumstances (i.e. even when it has been viewed by some of the recipients). 
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Further still, Brogne and Nielsen do not explicitly disclose generating and 
sending a notification message to the sender and that notification message 
enabling the preclusion of e-mail access by the receipts. However, Nielsen 
discloses the sender has access to the e-mail message for even after it is viewed 
by recipients (column 14, line 65-column 15, line 15); Nielsen simply does not 
explicitly state that a notification message gives the sender the means to do so. 

However, Milewski discloses generating and sending a notification message 
to the sender and intended recipients of a message and that notification 
message enabling the sender to perform operations on the stored message 
(column 8, lines 53-64 and column 6, lines 25-33). 

Since Brogne, Nielsen, and Milewski teach methods of accessing previously 
sent messages by the sender, it would have been obvious to one of ordinary skill 
in the art at the time of the invention to substitute one method of providing the 
sender with access to the message with the other thereby achieving the 
predictable result of enabling the sender to rescind a previously sent message. 

20. As to claim 3, Brogne, Nielsen and Milewski disclose the invention substantially 
with regard to the parent claim, and further disclose discloses the e-mail 
message having a text portion, the sender being allowed to modify the text 
portion (Brogne, column 3, lines 39-41). 
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21 .Claim 10 are rejected under 35 U.S.C. 103(a) as being unpatentable over Brogne 
and Milewski as applied to claim 7 above, and further in view of what is well 
known in the art. 

22. As to claim 10, Brogne and Milewski disclose the invention substantially with 
regard to the parent claim, and further disclose the notification message for 
automatically accessing the e-mail message being a password (Brogne, column 
5, lines 21-24). 

Although, Brogne does not explicitly discloses that the password is a public 
key which decrypts the stored email, Official Notice is taken (MPEP 2144.04) that 
encrypting emails using a public key password was a well-known use of email 
access passwords at the time the applicant's invention was made, and is 
deployed to enhance security of the stored emails. Thus, it would have been 
obvious to one of ordinary skill in the art at the time of the invention to take 
advantage of a well known practice to modify the teachings of Brogne and 
Milewski in order to achieve such benefits. 

23. Claims 4-6 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Brogne and Nielsen in view of Milewski as applied to claims 1 above, and further 
in view of what is well known in the art. 
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24. As to claim 4, Brogne, Nielsen and Milewski disclose the invention substantially 
with regard to the parent claim, and further disclose the notification message for 
automatically accessing the e-mail message being a password (Brogne, column 
5, lines 21-24). 

Although, Brogne does not explicitly discloses that the password is a public 
key which decrypts the stored email, Official Notice is taken (MPEP 2144.04) that 
encrypting emails using a public key password was a well-known use of email 
access passwords at the time the applicant's invention was made, and is 
deployed to enhance security of the stored emails. Thus, it would have been 
obvious to one of ordinary skill in the art at the time of the invention to take 
advantage of a well known practice to modify the teachings of Brogne, Nielsen 
and Milewski in order to achieve such benefits. 

25. As to claim 5, Brogne, Nielsen and Milewski disclose the invention substantially 
with regard to the parent claim 4, and further disclose the computing system is 
the computing system on which the stored e-mail message was composed 
(Brogne, column 4, lines 12-26). 

26. As to claims 6, Brogne, Nielsen and Milewski disclose the invention substantially 
with regard to the parent claim 4, and further disclose the computing system is a 



Application/Control Number: 10/666,816 Page 15 

Art Unit: 2452 

server, the server generating and sending the notification message to the 
recipients and sender (Brogne, column 2, lines 12-19). 



27. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 
37 CFR 1.136(a). 

28. A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed 
within TWO MONTHS of the mailing date of this final action and the advisory 
action is not mailed until after the end of the THREE-MONTH shortened statutory 
period, then the shortened statutory period will expire on the date the advisory 
action is mailed, and any extension fee pursuant to 37 CFR 1 .1 36(a) will be 
calculated from the mailing date of the advisory action. In no event, however, will 
the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

29. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Thomas J. Dailey whose telephone number is 
571-270-1246. The examiner can normally be reached on Monday thru Friday; 
9:00am - 5:00pm. 
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30. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Follansbee can be reached on 571-272-3964. The fax phone 
number for the organization where this application or proceeding is assigned is 
571-273-8300. 

31 . Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR 
only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786- 
9199 (IN USA OR CANADA) or 571-272-1000. 

/T. J. D.I 

Examiner, Art Unit 2452 
/Kenny S Lin/ 

Primary Examiner, Art Unit 2452 



